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—The MAILING DATE of this communication appears on the cover sheet beneath the correspondence address— 



s 



_MONTH(S) FROM THE MAILING DATE 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE. 
OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication . 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 



Status 

^ Responsive to communication(s) filed on_ 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 ; 453 O.G. 213. 



Disposition of Claims 

M Claim(s) 



Of the above claim(s) 

□ Claim(s) 

C& Claim(s) 

□ Claim(s) 

Claim(s) 



. is/are pending in the application. 
. is/are withdrawn from consideration. 



. is/are allowed, 
is/are rejected. 
. is/are objected to. 



. are subject to restriction or election 
requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 (a)-(d) 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All DSome* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 



□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

Certified copies not received:___ 

Attachment(s) 



^Information Disclosure Statement(s), PTO-1449, Paper No(s).. 

□ Notice of Reference(s) Cited, PTO-892 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 



□ Interview Summary, PTO-413 

□ Notice of Informal Patent Application, PTO-152 

□ Other 
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Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-8, 26-34, drawn to active carbon, classified in class 502, 
subclass 416. 

II. Claims 9-14, drawn to making active carbon, classified in class 502, 
subclass 41 8+. 

III. Claims 15-20, drawn to treating active carbon, classified in class 423, 
subclass 460. 

IV. Claims 21-25, drawn to treating water, classified in class 210, subclass 
690. 

The inventions are distinct, each from the other because: 
Inventions II and I are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case the product can be made by activating with 
alkali metal. 

Inventions I and IV are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1) the 
process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case the carbon can 
be used as a filler or compounding material. 

Invention combinations Mil, ll-lll, ll-IV and lll-IV are related as subcombinations 
disclosed as usable together in a single combination. The subcombinations are distinct 
from each other if they are shown to be separately usable. In the instant case, the 
carbon does not need to be treated, and has separate utility such as in a filler. See 
MPEP § 806.05(d). The processes each use different steps, conditions and reagents. 
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Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different subject matter and 
classification, restriction for examination purposes as indicated is proper. 

During a telephone conversation with Mr. Bernstein on 3/26/04 a provisional 
election was made with traverse to prosecute the invention of Group I, claims 1-8, 26- 
34. Affirmation of this election must be made by applicant in replying to this Office 
action. Claims 9-25 are withdrawn from further consideration by the examiner, 37 
CFR 1 .142(b), as being drawn to a non-elected invention. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-8, 26-34 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Hirahara et al 6064560. 

The reference teaches in the figures active carbon having the claimed pore 
characteristics. Although pH etc. are not taught, the carbon appears to be the same, as 
the high oxygen content of the precursor of Hirahara would create a large number of 
surface groups and thus a high pH. 
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Where the examiner has found substantially the same product as claimed in the art, 
the burden is upon the applicant to show a difference; In re Fitzgerald et al. 205 USPQ 



This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 



Any inquiry concerning this communication should be directed to examiner 
Hendrickson at telephone number (571) 272-1351. 



594. 




Stuart Hendrickson 
examiner Art Unit 1754 



